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March 29, 2002 
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Re: Arthrbcare Suit - Delaware 

USDC-D. EteL - G.A. No. 01-504-SLR 



Dear Perry: 

Pursuant to the discussion during the discovery conference, I have enclosed 5niith & 
Nephew's supplemental noninfringernent and invalidity responses, which are subject 
to and made wilhpijtt waiving Smith & Nephew*s pirevious objections to ArthroGare's 
discovery requests, We reserve the right to revise these responses as discovery 
proceeds. In particular, we reserve the right to revise these responses.after we have 
received meaningfu] discovery on Arthroeare*s cidun coiisthjclioii and infringement 
contentijons, aind after the Gourt has construed the asserted claims^ 

Smith & Nephew objects to ArthroCare's improper attempts to infpraially amend its 
infringemeiit aUega^ons. Qur responses concern (I) the I)yp^ System 
which is the only product alleged in ArthroCare^s Complaint to infringe and (2) the 
asserted claims originally identified in Jared Bbbrbw^s NbS'ember 2, 2001 letter. We 
are not prbyidiilg i^bS|jonses at this time fbr the additioilal claims listed in your Marbh 
1 5 letter since that the jfirst notice we received, jftst two weeks ago, that thbse 
claims were beittg assaited. We are in the process of preparing Responses to those 
additional claims^ however, and expect to have thiem to you within the next, two 
weeks. 

in addition^ and in response to your letter of March 27,2002, we are also lipt 
providing responses at t^^^^ for the Pypuics Electrpblade Resector 
C'ElectrobJachei' ■) since it is not in the case. As you kflow, Electroblade was not 
acciised in ArthroCare^s Complaint. The only product ArthroGare accused in its 
Complaint \vai5 the Dypnics Control RF System. Further, ArthroCaue failed to move 
to junendits Complaint as it is required tP do under the Rules, arid the deadline for 
amending pleadings in this cas:e expired on March 8, 2002. Instead, ArthroGare 
merely stated iiii a letter a week later that "Electrobiade is now among the accused 
products:^' 



As you know, the acGU$ation of irifringernerit in a patent lawsuit is a formal step in the 
case that canies with it Certain burdens to investigate under Rule 1 1 . Judirt k Untied 
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States, 1 JO FJd 780 (Fed. Cir. 1997); Antonious v. Spalding & Evenflo Connie 
Inc., 275 F.3d 1066 (Fed. Cir. 2002). Ijideed, in light of ArthioCare^s argument 
durwg lhe discovery conference on March 5 that it needed discovery to detemiine 
wheither Electroblade infringes, we were quite surprised that Elfectroblade was 
included in ArthroCare's infringeiiient chart. Accordingly, we qu^on whether 
ArthroCare can meet its burden under Rule 1 1 with respect to Electroblade. 

Please let me know if you are in disagreement with any of the foregoing. 



Very truly yours. 




Keith Walter 



Smith & Nephew's Supplemental Response Re Non-Infringement 




HIGHLY COJ^»&iM'li«a, - ATTORNEYS* JEYES ONLY 
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U.S. Patent No. 5,697,882 ("the '882 patent") 



REDACTED 
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Smith & Nephew's Supplemental Response Re Invalidity 

In addition to its previous objcGtions, and without v^raiving any of those 
objections. Smith & Nephew also objects to providing its invalidity contentions at this 
time, since ArthroCare has refused to provide any of its contentions Svith respect to 
construction of the claims of its patents. Accordingly, Smith & Nephew reserves the 
right to supplement, amend, or otherwise modify its invalidity contentions as the case 
proceeds, and particularly after ArthroCare provides its [H^oposed claim construction 
and/or after the Court construes th^^^^ of ArthroCm^e'^ patents. 

Nevertheless, as of the present time^ Snniith & Nephew incoiporates its previous 
rcs{K>nses by reference, and ftirther iiesponds as follows: 

Certain of Smith & Nephew's ipvalidily contentions are based on inv^jdity under 
35 U;S;C. § 102 and/or § ] 03 in view of certain prior art reference. In the interest of 
bj^vity jand convenience^ rather than repeat the full names of those references iti 
(^rnie^tion willi each such cohtenlion^ Smith & Nephew mil instead lefer to those 
references by number; in accordance with the following table: 



n 


issue/ 
Poi>»ii 
Ifefc 


Patent Number/ 
Pubik^tion 


luyentor/Atttbor 


titte 


J 


08/16/33 


1)82,056,377 


KC. happier 


Elefctr^flie JiK^ranjent 


2 


Q5m/69 


Bio-Medical 
Engjjieering 206- 
216 


A.K. Dobbie 


Th« ^ec^c^l Adjects of 
Surgical Biiatheraiy 




MU/74 


US 3,815,604 


Conor C.O'Malley, 
Ralph M. }leintz,Sr. 


Ajp^[)^t(£$ i'^r JbitiltpcuI^iT 


4' 


.08/13/74 


US 3,828,780 


Cfiarlesi^. Mom^ii, 
Jr. 


(I'omi:^!^ £jectrocoagulator- 
:Suc}i<^:Iiistnin^t 


5 


01/00/75 


ItHjb 

Transacti'om On 

Biomedical 

Ei^gineenng 


WilJiatnM. Hbnig 


The Mech^sm of Ctrtting in 
Electrosurgeiy 



1 





Issue/ 
Pub'n 
Date 


Patent Niimbcr/ 
PiihlicatiQn 


Inventor/Autbor 


Title 


6 


omens 


US 3,901,242 


Karl Storz 


Electric Siirgical Instrument 


7 


H/18/75 


US3v920i021 


Siegfried Hiltebrandt . 


Coagulating Devices 


8 


OO/dO/76 


Acta 

Medicotechnica 
(Medizinalr 
Markt)>Vol.24, 
^4p. 4, 1976 129- 
134 


E. Elsasser and E. 
Roos 


Uber ein Instrument zur 
Ieck$tromfrden transiirethralen 
Resection (Concerning An 
Ipstrtunent for Transurethral 
resection withotit leakage of 
current) 


0 






juawreijce. £s. uuniss 


Re$ectp3cope and Electrpcle 
Therefor 


1 n 
lU 






Charl<^ MorrisoB 


EiectrosurgieaJ^^^^^ 
Having SesqU]jK>lar Electrode 
StruGtiirjers Incorporated 
Therein 


]] 


Dl/07/77 


2313 949/ 
N 76 17587 


SiegfiSed Hiltebrmi 
et Ludvvig Bonnet 


JEJiouGie de sectioiini^ent a une 
pudetix branches 
rese^toseppe 


12 


AA lAA'/TO 


Vol; 74, No. 3, 
527-534,1978 


D.C. Authi Ph.D, 
P.E , F.E. Silyers^tein, 
M.D., H:R: XVillara, 

Ellefson, DJii. 
Davis, MS 
Proteil,iyfJ)va^^ 


Electrosiirgieal Treiatineint of 
Experiniental Bleediiig Cahine 
Gasbric TU leers: Dev^ijopiirtent 
and testing of a computer 


.13 


62/21/78 


US 4 074 7 18 


Jr. 


^^EJ^trOsur^cId Institiment 


14 






Max Schneidei^ail 


(^6ij!§tant Output 
Blectrosurgical Unit 


15 




its file history 


Eberhard Roos 


Electro-Surgical Device 


16 


11/00/79 


Digestive 
pises^s and 
Scienter, Vol: 24, 
l*>;il,«45-848 


Dennis, j . 
Peoples, R. Htilett, 
D C. Auth, R L. 
Protell, eJ6/Rubin> 
and F:R Silyeretdii 


iEvdIuiiOri of Elcc^tr^ 

in Control ofBleeding of 

Bcp^mentlEd Gastric llicers 



2 



# 


Issue/ 
Pub'n 
Date— 


Patent Number/ 
Publication 


Inventor/Author 


Title 


17 


01/01/80 


US 4,181,131 


Hisao Ogiu 


High hrequency 
Electrosurgical Instrument for 
Cutting Human Body Cavity 
Structures 


18 


01/22/80 


US 4,1 84,492 


urns ti. Meinke, 
Gerhard 

Flaehenecker, Karl 

Fastenmeier, 

Friedrich 

Laiidstorfer, Vkita 
Lidenmeier 


Safety Circuitry for High 
Frequency Cutting and 
Coagulating Devices 


19 


11/11/80 


US 4,232,676 


i^rfrew Hettzp 


Stir^cal Gtitting Ixistiiii^^ 


20 


02/03/81 


US 4,248,231 


Aiidrew Herczpg and 
James A. Murphy 


Surgical Cutting Instrument 






CRC Press, 
Ameriean Heart 
Jouxnal, Vol. 117, 
332-341 


Kevm J. Barry, MS, 
Jpnathan Kaplan, 
MD, Raymond J. 
Cbiinoily.PltD/FauI 
NardejfeBS^ 

MDy Gajy J. Becker, 
MD;BrUfeeR Waller, 


The effect of radiofrequency- 
generated thermal energy on 
the mechanicqil and histologic 
characteristics of the arterial 
wall in vivo: Implii^tions for 
radidfrequency angioplasty 


22 


04/27/82 


US4326;529 


Jaines D l>ci$$^d 
Ricbard: L> Hiitson 


Comeal-Shaping Electrode 


23 


04/26^ 


US 4,381,007 




MtUUpblar Coitic^al-^Sftaping 
El^c^rpde witl]i'Fle?ciWe 
Remoyatte Ski^ 


24 


00/00/84 


Gut. 25, 1424- 
1431 


Lewin, XS. eiiflon, 
t.CHbrthiield^P^. 
Cottoh, aijd P jl. 

Salmon 


comj^afisdn of four endoscopic 
metbpds 0f df^troeda^sit^^ 
in exparifti^nt^ Weeding iilcers 
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H 


Issue/ 
Pub'ji 
Date 


Patent Nuinj^ter/ 
Publication 


Inventor/Author 


Title 


25 


00/00/85 


Urological 
Research 13:99- 
102 


J.W.A. Ramsay, N.A. 
Shepherd, M, Butler, 
P.T. Gosh'ng, R.A. 
Miller, D.M.A. 

WhitfieJd 


A Compjarison of Bipolar aiid 
MODopplar Diathermy Probes 
ill Experimental Animals 


26 


06/00/85 


JACCVol.5,No. 
6, 1382-6 


Cornells J. ISlager, 
MSc, Catharina E. 
Essed, MD, Johan 
C H SGhu«rbier<i 
BSC, NicolaasBdM, 
Ph.D> Patrick 
Semiys, MD^ Geert 
T. Meester, MD, 
FACC 


Atherosderotic Plaques by 


27 


10/22/85 


US 4,548^7 


Harry G. Reiiiicls; 


D^^spp^ble Coaguiator 


28 


05/27/86 


US 4,590,934 


Jerry L. Mails, 
Lebnard J: Malis, 
Robert R* Acorcey, 
E)av|aSolt 


Bipolisff Giitte^^ 


29 


00/00/87 


KardiGlpgie, 
KardioL76: Supp. 
6,67-71 (1987) 


"V J Xlao#»r A { ■ 

PhaS G.E Essed, 
J.C.H, Schuxirbiers, 
H Bidm , V A 
VandenbrQUiike;, 
p;W.Serrtiys 


Sj>aik^^]&:osioi} of 
Adf1<Bjri0sc^^ Plaques 


30 


04/i8/87 


US 4,660,571 


Stanley R.JH[e$s, 
Tfeiti iCoyacs 


PfercutOTedus Lead. 
Rilliisilly Electrode 




06/23/87 


US 4,674>499 


David S,CvPm> ^ 


<3pjE^^ Probe 




07/00/88 


V/ aI l^vliil) Putt 

Number 9^ JOO 

mA 


Valleylab, Inc. 


SniFgistat Service Mamial 


33 


11/22/88 


US 4,785^823 


j^hilip El Eggi^pSi 
RdbertF^Shaw 


MfeUipds A^ Appaa-atus For 
feKM^ Vivo Blood 


34 


00/00/89 


5>Flt VoJ. 1068 

Catheter-based 

Sensirigvaiid 

Technology 


PduieNardeila 


Mdifi^^E^ Energy and 
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Issue/ 
Pub'n 
Date 


Patent Number/ 
Publication 


Inventor/Author 


Titl^ 


35 


00/00/89 


1 he Organizing 
Comrnittee of the 
7* World 
Congress on 
Endourology and 
ESWL 

Foundation for 
Advancement of 
Ihtematibnal 
Science 


Robert Tucker and 
Stefan Loening 


A Bipolar Electrosurgical Tuip 
Loop 


36 


(mm9 


US 4,805,616. 


DavidS.CPao 


Bipolar Probes lor UphtbaJmic 
Surgery and Methods of 
PerfottQing^^Ant^mor 
Capsfulotomy 


37 


03/00/89 


Jotiirnal of 
Urology Vol. 
141,662-665 


Robert U- J ucJcer^ 
Eugene V. 
Kramolowsky, Eric 
BedeU and Charles E. 
Platz 


A Comparison of Urologic 
Application of Bipolar Versus 
Monopolar Five French 
Electrosurgical Probes 


38 


04/00/89 


JACCVoLi3 
No. 5, 1167-75 


t^enjarnin 1. Lee, 
MD, FACC, Gary J. 
Becker, MD^ Bruce 
F. Waller, MD, 
FACQKevinJ. 
i3arry>MS, Raymond 
i Comiolly, Ph ;D, 
Jonathan Kaplan, 
MP, Alan r; 
Shajpiro, MS, Paitf C, 
>IaH^lla,BS 


Thermal Compression and 
Molding of Atherosclerotic 
Vascular TRsstie With Use of 
Radidfireiauen^^ 
Implications for 
Radioj&equeney Balloon 
Anj^oplasfy 


39 


masim 


US4,$23,791 


Fmik JL>'Aineiio, 
Da^ M- peLeihQSj 
Dominick 

Espo^tio, Michelle p. 
isaajrfield, Cfefe 
Petru2zi, Rptert H. 
Quint 


Elecfrpsurp^ 
Apparatus 


40 


05/23/0?. 




jDonalif) Cohen 


Cji'*A4iy^n At>1'nt«r4n l^^ifi^fAr 

pUCIIon x\ylallvM v^aificicir 


41 




UrplOglcal 
294 


RJO. tucker; E;Sf. 
Krasnslowsky, and 
C.E; Plate 


in vjvo ehect ol 3 i*rencft 
bipolar and mojippol^r 
electrosurgical probes oii tfie 
porcine bladder 



5 



n 


issue/ 
Pub'n 
Dale 


Palent Number/ 
jraDlicatioii 


Iiiventor/Autbor 


Tille 


42 


02/00/90 


jQurnal of 
Urology Vol. 
143,2t5-277 


Eugene V. 
Kramolowsky and 
Robert D. Tucker 


Use 01 ■)h Bipolar 
Elecliosurgica! Probe in 
Endoscopic Urologiical 
Procedures 


43 


04/05/90 


WO 90/03 152 


John Considine, John 
CoJjn 


iSJectro-surgicaJ Apparatus tor 
Removing Tumoxirs from 
Hollow Organs of the Body 


44 


05/G1/9Q 


US4,920^78 


David P. Colvin 


Method and Apparatus lor the 
Endoscopic Treatment of De^p 
Ttiinors Using RJF 
H)^rtherniia 


45 


06/05/90 


US 4i93i,047 


AJaai BrQadwjiji, 
ehai^ies Vassallp, 
Joseph Nw Log£!tt, 


Method and Appiau^atu^^ >;or 
Providing EriJ^tofced 
Fragmentation And/Or 
Hemostasis 


46 


06/26/90 


US 4,936^1 


PeterStas^z 


UltrasonicaJly Enhanced RF 
AWation Cath^er 


47 


I0/3OM 


US 4^966^97 


Eric Cosman 


1 hermometnc Cardiac 1 issue 
Ablation Electrode with Ultrav 
Sensitive Temj^rature 
DetefGtidn 


48 


12/1 1/90 


US 4,976,711 


l>avid J. Fanns> Mark 
AvRydeil, Peter 
Siasz 


Ablation Catheter With 
Seleetiyely Deplpyable 
Electrodes 


49 


12^5?90 


118 4,979^8 


ijfesstie A. <Jedd€j35> 

Hinds, Joe 
pQwJai)^, VVMli^ 
PVqoxhecs 


Method and J^^ for 
Thenn^ly Destro>ing A 
of An Ch;gan 


50 




BB 3930431 Jit 


Jblien Hptjn^^ 
(Seriiiaid, i^^obeclc. 


VprriGhtudg tflrjjie 
Hochflreqoerizkoagnlatibn von? 
}?iologi$Chej«i Gev^^ 


51 


04/16/91 


US 5,007,908 


ftfa?k A. R^yfjell 


Electit^surgtcy^^l^ 
Haying HeecileG 
Electrode And SpotrGpag 
Electrode 


52 


04^3/91 


US 5,009,656 


HajiyO 


BipPl* ElectrosP^ 
Instrument 


53 


Q7/30/91 


US 5,035^96 


Mari A. Rydell 


ElectrosurgicaJ Iristfurnent tor 
Cpnductiiig Indpscopic 
Retro^ade Sphihtterotoiiiy 



6 



if 


Issue/ 
Pob'n 
Date 


raieili iHumotr/ 
Publication 


lovenfor/Autlior 


Title 


54 


09/00/91 


Journal ot 
Uiology Vol. 
146, 669 


tugene v. 
Kramolowsky and 
Robert D; Tucker 


The Urological Application of 
c-j ecirosurgery 


55 


09/10/91 


US 5,047,026 


MarkA.JlydelI 


EliectrosurgicaJ Implement For 
Tunneling Through Tissue 








Mark A. Rydell 


Tumor Resector 


57 


10/07/91 


Bipolar 
Laparoscopic 
Cholecystectomy 
Lecture 


Dr.OIsen 


Bipolar Laparoscopic 
Chorecystectoiny 


58 


01/14/92 


US^,080,660 


TikifehGeJ. BOeliia 


Electr^urgical Elecfrode 


59 


01/28/92 


US 5,084,044 


Robert H, Quint 


Ajpparatjis lor Endometnal 
AhiaiteTn and Methcwl of tjsing 
Same 


60 


(S/O^ 


US5,08M59 


Ma^kA Rydell 


Biopsy Device With Bipolar 
Coagulation Capability 


^1 


omzm 


US 5,088,997 


Louis JLX^aDUerga, 
Robert B Stoddard, 
Michael §. Klicek 


Gas Coagulation Device 




A'5 /^yl /<V^ 


US 5,098»43j 


Mark A, Rydell 


RF Ablation Catheter 


63 


04/28/92 


US5>108^91 


Ucriiar<l 

FJacheriecker, Karl 
Bd$ttjMftei&, Heinz 
tipdepii^iei: 


High-frequency uenerator h'or 
Tissue Cutting And For 
CToagulatiDg Id Hi^ 
Ftequ^^y Slavery 


. 






SbtroBiio 


ResettosGopc App^tus 






1JSX122,138. 




Ti$sue Vappiizing Accessory 
:aiid Mc^pd fcft an Ehdo^ppe 


66 




U$5,167,659 


Shi2?Q0 Ninpnaiya 


Blood Coagulating Apparatus 


67 


12/15/92 


US5,171311 


David X Sarins, 
Steven W. ierhow 


Percutaneous Laparoscopic 
Chpli^ectpmy Instnim^t 


6$ 


03/30/93 


US 5^197.963 


David J. Paritts 


IKJectrosurgical iiistrument with 
E?ctend^l>ie^^ for 
Itt^ga^bii and AspiiaiioD 


6$> 


05/04/93 


US 5^07^75 


Jerome Canady 


Surgical Coagulation Device 
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Issue/ 
Date 


Patent Number/ 
Publication 


Inveii tor/Author 


Title 


70 


06/0S/93 


US 5^1 7,459 


William Kameriihg 


Method and Instrument lor 
Performtng Bye Surgery 


71 


04/26/94 


US 5,306,238 


Richard P. Heenor 


Laparoscopic Elcetrostui^^ 
Pericii 


72 


06/13/95 


US 5,423,882 


Warren JVI, Jackiiian, 
Wilton W. Webster, 
Jr. 


Catheter HavrngrtJectrode 
With Annulair Recess Btid 
Method of Using' Same 


73 


10/03/95 


US 5,454,809 


Michael janssen 


tteetrosurgical CJalheter And 
Method For Resolving 
Artherosclerbtic Plague By 
Radio Frequency Sparking 



1. vs. Patfettt Np^ 5,697^36 ("the <g3tfr pate^t^ 
A. Claim 45 

Smith & Ivfephew Qont^nds that claitii 4S of the ' 53t5 patent is anfidpated by at 
leairteaeh oftbe foJJbwing references: 3, 8, 12, 15^ 14 iS,\%20i2},^,^^M,25,26^ 
27, 28, 29> 11, 33, 35, 36, 37, 38, 41 , 42, 43,45. 46^ 48,;49, 51, 52,; 53^ 54, 57, 61, 53^ 65* 
66, 67, 69, 70, 71. 

Siiiith 4^ Ji^bpbew ialso contends that cla:iqi 45: of the; '536 jlKat^t >vouId have 
obvious to one of ordinary sJdll jii the art gt the tiitti of thfe inv^^^^ vi<bv of at least 
e^ch of tbolbllQ^^ Ofj]dr4^^Cj^$^^^^ I^£:ph@ty cOnten^$^^ 

:^QUid haye befen ^mbineti fof M leM^^U^^^^ 







Any one or jn6re ot 1, 4, 5, 5, 7, y; lU, U , 
13, 16, 17, 20, 30, 33i 39, 40,44, 50, 55, 
56, 58,?60^<^i;fi^ 64; «8, 69, 71, 72, 73 
\yith any pne or more of 35, 54, ;57* 


Eafeh refeience to the sat&e 
problcsin - appj^^^ electjicai en^ergy to a 
target site on a patient* $ body strticture. 


Any one or morer of j, 4, 5, 6^ /, y, 10, 11, 
13,16, 17,20^ 30, 33, 39, 4<>^ 44, 50, 55, 
56, 58, 60, ^,62, 64,^8^ 69, 71^ 72, 73 
wi th aiiy other oirie or more of the 
antieipatiiigrefc^ 


target sitie^ on a patient's body struoture: 



8 



Combination 


jVlotivation to Combme 


Any one or more of 35, 54, 57 with 59. 


tach reierence is directed to the same 
problem - applying electrical energy to a 
target site on a patient's body stniclure. 


Any one ot rnore ol 3:>, :)4, y/ with any 
other Qne or more of the anticipating 
references listed above. 


bach rejerence js directed to tlie same 
problem - applying electrical energy to a 
target site on a patient's body structure. 


Any one or more ot 2, 34, 4 / wiin any one 
or more of the anticipating references listed 
alcove. 


bacii reierence is directed to the s^me 
problem - applying electrical energy to a^ 
target site on a patient's body structure. 


59 with any one or more of the antidpBtihg 
references listed above. 


LacJ) reference is directed to the same 
problem - applying el06tridal energy to a 
t^get she on a pQtieilt's btii^ striictiire. 


2. Patent No- 5,697,882 (**th^ 882 patent") 



A. Claim 1 



Smith &Nq>hew c<wteBds that claim j ofthe *882 patent Is anticipated by at least 
each ofthe following references: 2,3,5^B, 15, J6, l«i 22, 23, 24,25* 26; 27, 28, 29, 30, 
34, 34, 35, 36, 37, 38. 42, 45, 46, 48. 49,5} , 52. 53, 54, 55, 57, 61, 62, 63, 65, 66. 67, 68, 
71, 73. 

Siidtb & r^tpht9f afsb cc9]i«f«itis thm ckim J of the 'Stl jmtmmMd tkvt he^n 
&W0m to one of ordinary skill in the «t at the time of the ittvetitiOtt;^ view of at least 
esai <$f ifae^flovt^g coiitbiDad^Miis ofxefere^ whi^ S^tth&N^^^ienr contends 
imy^ have: been combined foi; ajt least tiie foilo\ving teasottst 



Con^bination 




m^^tm or mote oi 1, 6, /, 9, 1 1 , 17> 
3% 4444, 47, 50, 55, 5$, 58, 61, 62, 64, 
i$8, 0, 71, is vritfi any other one <|r m<&e 
<;|^the;antidp£ilm 


Each referett:^is drf^ to tha sam^ 
problem - applying eJN^^ rae^ a 
target site OT a pad^M^^'^i^y strudti^^ 
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Combination 


Motivation tp Uombine 


Any one or more of 1, 6, 7, 9, llj 1 /, 3U, 
39, 40, 44, 47, 50, 55^ 56, 58, 61, 62, 64, 
68, 69, 71 , 73 vvith any one or more of 2, 3, 
4, 12, 16, 18, 2i, 22, 23, 24, 25, 27, 28, 31, 
33, 34, 35, 36, 37, 4,1, 42, 43, 45/46, 48, 
49, 51, 53, 54, 57, 60, 63, 66, 67, 70, 72 
and^th anyone ormpre of 10, 13. 


Each referepce is directed to the same 
problem applying electrical energy to a 
target site oh a jpdtient^s body structure. 


Any one or more ol 2, 3, 4, 12, 16, 1 8, 2 1 , 
22. 23, 24, 25, 27, 28. 31, 33, 34, 35, 36, 
37, 41, 42, 43, 45, 46i 48, 49, 51. 53, 54, 
$7, 60, 63./^* 67i 70, ^1 TVift any othst 
one or more of tN^ afitibipatm^ 
listed above. 


Each reference is directed to the same 
prpbJem -applyiing^ energy to a 
target site pa :a |>aitieiit*s body structure. 


Anyone or more 01 2,3, 4, 12, 16, 18,21, 

23, 24, ^;71^m 31, 33, 34, 35, 3$, 
37, 41, 42,43,45,46,48,49,51, 53, 54. 
57, 60, 63, 66, 67, 70, 72 vwth any one or 
more of 10, 13 ; 


Eachrdfe^^ 

problem applying electrical energy to a 
target site oh k patient* s body structuipe. 


Any one or more oj l (J, l ^ ywth any other 
one or more of the anticipating references 
listed above. 


retefl^ncejsK to the same 
probleni aj^jilyi^ 
tafgei site On a j>atienf s;t^^ 



Smith & KiejpfheVV fbrihet contends that claim I o^th^ '»82 patent is also invalid: as 
indeMe under 35 U" S C. § 112 1 2. 

Smiih & M#pv tojiteii^^ claijxi 26 off the 'S8i2 j^Merit is aritieipa^ fey at 
least each of the fdlldv^^ references: 2, 5^23, 26, 29^ 61^ 

Shjith &1*^ tiifiaj^^l^ 
obviQiis to one of or skill in the ait at the time of :ihe invention in view of at least 

of the rollo>vin[g cpmbibaftons of tefemi^e^; whi^cih $Mt^^^ 
ivoiild have been Qombil!i^€^d for at least the foDovwng rjeaspns: 
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Combination 


JVlotivafion to Coinbine 


Anyone or more ot 1,6,7, JO, 11, 13, 17, 
60i 39, 40, 44, 47, 50, 55, 56, 58; 62, 64, 
68, 69, 7 1 , 73 with any one or more of 3 4 
8, 12, J5, 16. 18,21,22.23,24.25,27,28,' 
31, 33, 34, 35, 36, 37, 38. 41, 42, 43, 45, 
46, 48, 49, 5 1 , 52, 53, 54, 57, 6Q, 65, 66, 
67, 70. 72 and with anv one or more of 9 
14,32,61. 


JEach reference is directed to the same 
problem - applying eJectrical energy to a 
target site on a patient's body structure. 


Any one or more ot J , 6, 7, JU. 1 J, 13, 17, 
30. 39. 40, 44, 47, 50, 55, 56, 58, 62, 64. 
68, 69, 71, 73 with any one orinQre of the 
■|iiiti<cipating refereiiciss listed aboye. 


Each reference is directed to the same 
problem - applying electncal energy to a 
target site on a patient's body siructure. 


Any one or more pi 3, 4, 8, 12,. i S, 16, 18, 
21, 22. 24. 25, 27. 28, 31, 33, 34, 35,36, 
37, 38, 41 . 42, 43, 45, 46, 48^ 49, 5J , 52, 
53, 54, 57, 60, 65, 66, 67. 70, 72 vwthany 
one or more of 9, 1 4, 32, 61. 


Each reference is directed to the same 
problem - applying elecliical energy tOt a 
target site on a patient -s body striK;ture, 


ujic or uiore ox 12, id, 16, 1 8, 
21, 22, 24, 25, 27, 28, 31, 33, H 35,36, 
37, 3 8, 41 , 42, 43, 45, 46, 4$, 51 , 52, 
53, 54, 57, 60, 65, 66, 67, iO, nmthmy 
one or more of the anticipatiii^ references 
liisted ahove. 


Each reference is directed to the same 
problem - applying electrical energy to a 
target site on a patient^s body structure. 


my ommmore ot % 14, ^iii, 61 wtJi any 
oiie or more o f the antidpatiUg re^re 
listed above. 


iiacH relj^eiKje IS dimi^li^ to t^^ 
i^roblem — applying eleclrScld enej^ to a 
^arg^t site on a patient* s b&dy strucjture. 



Smith & Nephew fuiiheircctntieiKis that claim 26 of the '«82 patent is also ihvalia 
^ iiKieftute under 35 l?.S.C. § 1 12 

least eachof the following refereiKes: «, 15,21, 26, 29,41,42,45, 57. 

Smith & N^hew alsb oo^fendis that claim 28 of the '882 patent ^voiild have 
obvious to one of ordinary skill in the art at the tiJne of the invention in view of at least 
eath of the foliowiiig cbmbinatiens of refereiices. \^ich Smith & Nephew contends 
would have been combined for at least the fpllpwing reasons: 
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Combination 


Motivation to Combme 


Any one or more ol 1, 6, /, y, 10, 1 1, I J, 
17 30 39 40 47 50 55 56 58 62 64 
68, 69, 71 , 73 with any one or more of 2, 3, 
4, 5, 12, 16, 18, 19, 20, 22, 23, 24, 25, 27, 
28, 31, 33, 34, 35, 36, 37. 38, 43, 46, 48, 
49 51 52 53 54 60. 63 65.66 67. 70 72 
and with any one or more of 44, 61 . 


Each reference is directed lo the same 
problem - appl jnrig eleetrical energy to a 
target site on a patient's body strticttire. 


Any one or more ot 1, 6, 7, 9, 10, 11, 13, 
17, 30, 39, 40, 47, 50, 55, 56, 58, 62, 64, 
68, 69^ 71 , 73 with arty one or liidre of the 
antiGipating references listed abpye. 


Each rrference dir:ected to the sarne 
prpbleift: -- appl energy to a 
target site on a paitiient*s body strticture. 


AnV one or more ot 7 1 4 S 12 Ifi IX 
19, 20, 22, 23, 24, 25, 27, 28, 31, 33, 34, 
35^ 36, 37,38, 43, 46, 48,49, 51,52,53, 
54; 60, 63, 65^ 6(S, 67, 70, 72 vva^.aA:y ojie 
6t Hioic of the siiitidpatiiig Te&cdie^s listed 


EachTef^eiiice is^^ ^ame 
problein - applymg d energy to a 
target site on a pfiti^ft^^^^ 


Any plie or more ol 2, 3, 4, 5, 12, 16, 18, 
19^ 20, 22, 23, 24, 25, 27, 28, 31, 33, 34, 
35 36 37 38 43 46 48 49 51 52 53 
54, 60, 63, 65, 66, 67,70, 72: with iMiy one 
or nriore of 44, 61 . 


Each reference is the same 
nroblern — ^iVnlvinff eli^tr^ enerirv to a 
target site on a pai^CTit*]^ body stnietuire. 


Any pile or: more of 44, 61 witfi any one or 
irtpie of the drjtidpa^^^ 


ibaGh reference Is directed to tlie saiMe 

problem -gpplying^^^^ 

tai^et 5|f€j;<^ a jgai^^^l!s^i^^ Structure. 



Srnith & Neprfiew fiiutber coiiteiids that claim 28 of tbe * S^p^fent is also invalid 
as (itodefinite imder^^3^^^ 

Smith & iSephe^^ 1 of the '591 patent is spiffeipated by at least 

mh irf'the ft^lbwiigirefereiiG^ % IS;:?^ 2^, 30, 31, 33yM,46^% ^j, 52, 62,. 12. 

Smith & Nephew also eonfends that claim 1 of the *592 j^^t would have been 
bbvi0us to one of ordinary gldll in tfee art at tlie time of the iriyentiW view of at least 



of the following combinations of references, which Smith & Nephew contends 



would have been combined for at least the following reasons: 



CojnbilDatidin 


Motivation to Combme 


Any one or more ot i , 6, 7, 9, JU, 1 1, J 3, 
17, 30. 39, 40, 44, 47, 50, 55, 56, 58, 62, 
64, 68, 69, 71, 73 \vith any One or more of 
the other antictpatinc references listed 
above. 


Each reference is directed to the same 
problem - applying electriCial energy to a 
largei siic on a patient s body structure. 


Any one or more oi 1, 6, 7, 9, 10, 11, ]J, 
1 7. 30. 39. 40, 44, 47,50, 55, 56, 58^ 62. 
64, 68, 69. 71 ^ 73 with any one or more of 
2, 3, 4, 5, 12, 16, 18, 20.21, 22, 24. 25, 27. 
28, 2$, 3 J , 33, 34, 35, 36, 37, 38, 41, 42, 
43, 45, 49. 53, 54, 57, 60, 61, (S3, 65, 66. 
67, 70, 72 and with any one or more of the 
other antieij«ting references listed above. 


Each referfenee^ is directed to the sanje 
probleaiiWa^^ tmxgy to a 
target site oh a patient 's body structure. 


AnyQneormQreof:2,3,4,5, 12, 16, 18, 

20. 21.22, 24,25,27,28. 29, 31. 33, 34, 
35, 36, 37, 38, 41, 42, 43, 45. 49, 53, 54, 
57. 6a. 61, 63, 65, 66i 67, 70, 72 with any 
aie ore more of the other: anticipating 
references listed ab^lte. 


Each refercjtice is directed to the saine 
problem - applying eleetyical energy to a 
t^get site on a pMtent^s body structure. 



Smith & Niephew ftrtber coiitehds thai claim I of the '592 patent is also invalid a 
indefinite under 35 US G^ § 1 12 i 2. 

B. CiaiMn23 

Smith &H^*itew cpntoids tha^ 
l^^i* O^«)fefiai0wi«ij?^re^? 8. 1^2^, 30^3%4^, 48, 51, 62, 72; 

Smith & Nq>hew also contends that filaiia 2$ Of «>e^592 patent would bav&hem 
obvious to one of sajdihaiy sldll in the ait at the time of the ^veiitteij iii vtew of at 
miEh of the following combinations of references, w^ch & Hephew contei^s 
would have be«i <x«iitod for at least the foMowingfreaiDfls; 
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Combination 


Motivation to CoinbiDe 


Any one or more ol 4, 5, i:z, 16, 24, 25, 31, 
36, 37, 38, 41 , 42, 53, 61, 63, 65, 66, 67, 
70, 72 wWi aiiy one or more of thi^ pthtrr 
anticipating references listed above. 


Each reference is directed to the sanie 
problem ~ applying electrical energy to a 
target site on a.paueni s oouy siruciure. 


Any orii& of more ol 1, 3, 1 8, 1 V, 2U, 21, 22, 
23, 27, 28, 29, 33, 34, 35, 43, 45, 49, 52, 
54> 57, 60 with any one or more of ibe 
other anticipating referraces listed aboye. 


Each reference is directed to the same 
problem - applying electrical energy to a 
target site on a patient^s body stfucture. 


Any one or mdre ol 2, 3, 18, J 9, 20, 21 , 22, 
23, 27, 28, 29,33, 34, 35, 43, 45, 49, 52, 
54, 57, 60 with any one ox more of 1 , 7, 1 0, 
17j 44, 55,. 56 and any one or more of the 
other aritieii^ating refe^^ U5ted abbVe. 


Each reference is directed to the same 
problem - applying electrical energy to ia 
target site pn a paUieiit^s lx>dy struql 


Any one or more 2, 3, 18, 19, 20, 21, 22, 

34, 35,43, 45> 49, 52, 
54^ 57^ 60 \yith 59 and any one; or more of 
the other anticipating references listed 
above* 


j^Gh reference is dh^e^ted to the saSfie 
problem -^ applying electrical energy to a 
target site on a patient's body-struijture, 


Any One or more ot 1 , 7, 10/17, 44^ 56 
vdlh any one or in6i^e of the othtr 
itoti^ipat]^^^^ listed aiboye. 


hi^H relereiK^ is; dire^ed totMe sa^ 
prpbj^m — applyihg e^^ energy to a 
target site on a patient*s body^strudMe. 


Ajiy^ojie to more of 6, 9, 11, 1 % 30,, 39^ 40, 
47^0, 58, 62, 64, 68, 69^ 71 , 73 wth any 
Qne; dr mc>rfe: of the other anticipating 

irefbreriiC^ 


Each reference is^^ffi^^ 

j^rpblem - applying eliecUicai e|^^^ to a 

target irftecMi a pat^^ todysUiitto^ 


Any 6jie ^)r inofe q16, 9, 1 1, 31^, J9, 4U, 
4C5d, 5|t5 6i^^, ^,6S^ 7i%^vi^5^ 
and aaiy (m^^ ot more of the other 
arifidipating rieft^^ 


Each reference is directed to ttie:^aine 
problem ^ applyiiig eitetric^ a 
target site ori;a^.padent's bc^y ^truettiie. 


y59 wth any one or mpre of the other 
antifcip^tilig refea-ences listedibove. 


prftblem aH?Ipag djeelriMl erieri^ tb a 



4. AngPatenfa 



i^jnriiih &^ Nephew also contends tlmt the asseitedplainis of the '536, •882 SUd 
*592 patente are also invaKdrad § 102(jO and/6r § lldbeeaiisepf iinpraj^r 

inventorship. 

$rriflh & Nephew^ iscpntiirti?in^^^ and it itSserygs 

the right to;assert additional invalidity defenses as discovery progresses. 
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